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DETAILED ACTION 

Claim Objections 

1 . Claims 38, 68 and 76 are objected to because of the following informalities: 
Claim 38 (line 2) recites " "L" shape". It should recite --L-shape--. 

Claim 68 (line 8) recites " "L" shape". It should recite -L-shape-. 
Claim 76 (line 2) recites " "L" shape". It should recite -L-shape-. 
For the purpose of examining the application, it is assumed that appropriate 
correction has been made. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 37-39, 41, 68, 69, 71-73 and 75-77 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Tsai (US 5,695,174). 

As to claim 37, Tsai discloses a retention clip 60 for receiving a catch 73 to 
attach a fence rail 50 to a support structure 70, the retention clip comprising: 

a first portion comprising a wall 62, the wall having an aperture formed therein to 
define opposing resilient prongs 620, the opposing resilient prongs each having a tooth 
formed thereon for engaging the catch; 

a second portion 61 , the second portion having means (opening receiving 
fastener 610) for attaching the retention clip to the fence rail; 
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wherein the retention clip is configured to receive the catch between the 
opposing resilient prongs to attach the fence rail to the support structure (Figures 3 and 
4). 

As to claim 38, Tsai discloses a retention clip 60 wherein the first portion 62 and 
the second portion 61 form a substantial L-shape (Figure 3). 

As to claim 39, Tsai discloses a retention clip 60 wherein the means for attaching 
the retention clip to the fence rail 50 comprises an opening for receiving a fastener 610 
(Figure 3). 

As to claim 41, Tsai discloses a retention clip 60 wherein the second portion 61 
comprises a recessed area surrounding the opening for receiving the fastener 610 
(Figure 3). 

As to claim 68, Tsai discloses a clip 60 for receiving a catch 73 to attach a fence 
rail 50 to a support structure 70, the clip comprising: 

a first portion comprising a wall 62, the wall having an aperture formed therein to 
define opposing prongs 620; 

a second portion 61, the second portion having an opening for receiving a 
fastener 610 for attaching the clip to the fence rail; 

wherein the first portion and the second portion form a substantial L-shape, and 

wherein the clip is configured to receive the catch between the opposing prongs 
to attach the fence rail to the support structure (Figures 3 and 4). 

As to claim 69, Tsai discloses a clip 60 wherein the opposing prongs 620 are 
resilient. 
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As to claim 71, Tsai discloses a clip 60 wherein the second portion 61 comprises 
a recessed area surrounding the opening for receiving the fastener 610 (Figure 3). 

As to claim 72, Tsai discloses a clip 60 wherein the prongs 620 comprise two 
prongs (Figure 3). 

As to claim 73, Tsai discloses a clip 60 wherein each of the prongs 620 comprise 
a tooth for engaging the catch 73 (Figure 3). 

As to claim 75, Tsai discloses a clip 60 for receiving a catch 73 to attach a fence 
rail 50 to a support structure 70, the clip comprising: 

a first portion comprising a wall 62, the wall having an aperture formed therein to 
define opposing prongs 620; 

a second portion 61, the second portion having an opening for receiving a 
fastener 610 for attaching the clip to the fence rail; 

wherein the second portion comprises a recessed area surrounding the opening 
for receiving the fastener, and 

wherein the clip is configured to receive the catch between the opposing prongs 
to attach the fence rail to the support structure (Figures 3 and 4). 

As to claim 76, Tsai discloses a retention clip 60 wherein the first portion 62 and 
the second portion 61 form a substantial L-shape (Figure 3). 

As to claim 77, Tsai discloses a clip 60 wherein the opposing prongs 620 are 
resilient. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 42 and 74 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tsai. 

As to claim 42, Tsai fails to disclose a retention clip wherein the tooth comprises 
two teeth. 

Applicant is reminded that duplicating the components of a prior art device is a 
design consideration within the skill of the art. In re Harza . 274 F.2d 669, 124 USPQ 
378 (CCPA 1960). Accordingly, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to modify the retention clip disclosed by 
Tsai to comprise prongs each having two teeth as such practice is a design 
consideration within the skill of the art. 

As to claim 74, Tsai fails to disclose a clip wherein each of the prongs comprise 
two teeth. 

Applicant is reminded that duplicating the components of a prior art device is a 
design consideration within the skill of the art. In re Harza , 274 F.2d 669, 124 USPQ 
378 (CCPA 1960). Accordingly, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to modify the retention clip disclosed by 



Application/Control Number: 10/824,737 Page 6 

Art Unit: 3679 

Tsai to comprise prongs each having two teeth as such practice is a design 
consideration within the skill of the art. 

6. Claims 40, 70 and 78-81 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tsai in view of Helterbrand et al. (US 3,942,763). 

As to claim 40, Tsai fails to disclose a retention clip wherein the opening is 
substantially oval shaped. 

Helterbrand et al. teach a retention clip 14 wherein an opening 42 is substantially 
oval shaped; the oval shape of the slot enabling the retention clip to be slid relative to 
an attached fence member, allowing the alignment between an attached rail and a 
structural member to be adjusted (Figure 2, column 5 lines 38-43). Accordingly, it would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to modify a retention clip as disclosed by Tsai to have an oval shaped opening as 
taught by Helterbrand et al. in order to enable the retention clip to slid relative to the 
fence rail to adjust the alignment between the fence rail and the structural member. 

As to claim 70, Tsai fails to disclose a retention clip wherein the opening is 
substantially oval shaped. 

Helterbrand et al. teach a retention clip 14 wherein an opening 42 is substantially 
oval shaped; the oval shape of the slot enabling the retention clip to be slid relative to 
an attached fence member, allowing the alignment between an attached rail and a 
structural member to be adjusted (Figure 2, column 5 lines 38-43). Accordingly, it would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to modify a retention clip as disclosed by Tsai to have an oval shaped opening as 
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taught by Helterbrand et al. in order to enable the retention clip to slid relative to the 
fence rail to adjust the alignment between the fence rail and the structural member. 

As to claim 78, Tsai fails to disclose a retention clip wherein the opening is 
substantially oval shaped. 

Helterbrand et al. teach a retention clip 14 wherein an opening 42 is substantially 
oval shaped; the oval shape of the slot enabling the retention clip to be slid relative to 
an attached fence member, allowing the alignment between an attached rail and a 
structural member to be adjusted (Figure 2, column 5 lines 38-43). Accordingly, it would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to modify a retention clip as disclosed by Tsai to have an oval shaped opening as 
taught by Helterbrand et al. in order to enable the retention clip to slid relative to the 
fence rail to adjust the alignment between the fence rail and the structural member. 

As to claim 79, Tsai discloses a clip 60 wherein the prongs 620 comprise two 
prongs (Figure 3). 

As to claim 80, Tsai discloses a clip 60 wherein each of the prongs 620 comprise 
a tooth for engaging the catch 73 (Figure 3). 

As to claim 81 , Tsai fails to discloses a clip wherein each of the prongs comprise 
two teeth. 

Applicant is reminded that duplicating the components of a prior art device is a 
design consideration within the skill of the art. In re Harza . 274 F.2d 669, 124 USPQ 
378 (CCPA 1960). Accordingly, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to modify the retention clip disclosed by 
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Tsai to comprise prongs each having two teeth as such practice is a design 
consideration within the skill of the art. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to the 
applicant's disclosure. The following patents show the state of the art with respect to 
retention clips: 

Baker (US 5,649,688), Meis et al. (US 6,499,725), West (US 6,682,056) and Furr 
et al. (GB 2 224 048) are cited for pertaining to retention clips comprising opposing 
prongs and an opening for receiving a fastener. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael P. Ferguson whose telephone number is 
(703)308-8591 . The examiner can normally be reached on M-F (7:30-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel P. Stodola can be reached on (703)308-2686. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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